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§ 103(a) as being unpatentable over Fuchs et al.(P/N 5,630,924). 

This rejection is maintained and reiterated from the 
previous office action, mailed 3/21/00. Applicants firstly argue 
that the reference requires two binding partners contrary to the 
instant invention. In response applicants are pointed to the 
open claim language term, comprising, in claim 57, line 1, for 
example. This open claim language results in the claim being 
inclusive of embodiments with additional components, such as 
multiple binding partners. Thus, whether the reference cites one 
or more binding partners, such embodiments are within the metes 
and bounds of the instant claims. Applicants then argue that the 
PNAs of the reference are non-labeled. In response this is also 
non-persuasive to overcome the rejection because PNAs carry 
nucleobases which are extremely well known detectable moieties 
and are as such labeled. Lastly, applicants note that they were 
under obligation to assign their invention to the same entity at 
the time the inventions were made. In response this does not 
negate this rejection as based on obviousness due to the 
reference having both an earlier filing date as well as different 
inventive entities thus making this rejection a 103(a) rejection 
based on 102 (e) . 

Claims 57-62, 64, 65, and 67-71 are rejected under 35 U.S.C. 
§ 103(a) as being unpatentable over Fuchs et al.(P/N 5,630,924) 
taken in view of Summerton et al . (P/N 5,217,866) . 

This rejection is maintained and reiterated from the 
previous office action, mailed 3/21/00. Applicants argue this 
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rejection via a excerpt from a previous statement. This excerpt 
firstly argues that labels in Summerton et al . are separate from 
the PNA probes and are bound by phosphate groups via 
electrostatic interactions. As noted above the instant claims 
contain open claim language such that additional components 
including labeling reagents are included within these instant 
open claims. Applicants also admit that these reagents in 
Summerton et al . result in labeling the probes which is exactly 
what is stated in the instant claims via the phrase "PNA probe 
labeled with a detectable moiety" such as present in instant 
claim 57, line 4. It is also lastly noted that the instant 
claims are directed to apparatus practice and not methods of use. 
Therefore, a detectable label such as either added to PNAs or in 
the nucleobases of PNAs are equally detectable labels and support 
the maintaining of this rejection. 

Claim 66 is objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent 
form including all of the limitations of the base claim and any 
intervening claims . 

Claim 54 is allowed. 

THIS ACTION IS MADE FINAL. Applicants are reminded of the 
extension of time policy as set forth in 37 C.F.R. § 1.136(a). 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
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ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

Papers related to this application may be submitted to 
Technical Center 1600 by facsimile transmission. Papers should 
be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1. The faxing of such papers must conform with 
the notices published in the Official Gazette, 1096 OG 30 
(November 15, 1988), 1156 OG 61 (November 16, 1993), and 1157 OG 
94 (December 28, 1993) (See 37 CFR § 1.6(d)). The CM1 Fax Center 
number is either (703)305-3014 or (703) 308-4242. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to 
Ardin Marschel, Ph.D., whose telephone number is (703) 308-3894. 
The examiner can normally be reached on Monday- Friday from 8 A.M. 
to 4 P.M. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Michael Woodward, can be 
reached on (703) 308-4028. 

Any inquiry of a general nature or relating to the status of 
this application should be directed to Patent Analyst, Tina 
Plunkett, whose telephone number is (703) 305-3524. 
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